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DETAILED ACTION 

1. This Office action is responsive to the following communication: Response to Restriction 
Requirement filed on 02 October 2006. 

2. Claims 1-18 and 26 are pending and present for examination. Claims 1 and 26 are independent. 

Election /Restrictions 

3. Applicant's election without traverse of claims 1-18 and 26 in the reply filed on 02 October 2006 
is acknowledged. 

Information Disclosure Statement 

4. The information disclosure statement (IDS) submitted on 3 February 2004 is in compliance with 
the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being considered by 
the examiner. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best 
mode contemplated by the inventor of carrying out his invention. 

6. Claim 18 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. Claim 18 recites the 
negative limitation of "downloading the object without generating an error" which does not have basis in 
the original disclosure. For the purposes of this examination, prior art will not be applied to the present 
claim until further clarification is provided. 
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7. Claim 18 is rejected under 35 U.S.C. 112, first paragraph, as based on a disclosure which is not 
enabling. The step for when a download of the object should occur is critical or essential to the practice 
of the invention, but not included in the claim(s) is not enabled by the disclosure. See In re Mayhew, 527 
F.2d 1229, 188 USPQ 356 (CCPA 1976). This step is essential to the practice of the invention since, as 
disclosed in Paragraph [0069] of Applicant's Specification, "[t]wo conceptual methods are provided in a 
printer for holding downloaded resources: caching and capturing." Therefore, per Applicant's disclosure, 
in order for the caching or capturing of the objects to occur, the objects must have been previously 
downloaded. For the aforementioned reasons, the step of downloading the object is critical or essential 
to the practice of the invention. For the purposes of this examination, prior art will not be applied to the 
present claim until further clarification is provided. 



Claim Rejections - 35 U§C § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

9. Claims 1-18 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. The claims are directed toward "a method for processing referenced objects," 
and are non-statutory because they do not encompass tangible subject matter and/or embodiments 
which fall within a statutory category. 

The claims make no mention of a tangible medium wherein existing code may be processed to 
perform the recited steps in the claims. See State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. 
MPEP 2106. "The claimed invention as a whole must accomplish a practical application. That is, it must 
produce a 'useful, concrete and tangible result' " (emphasis added). That is, the claims fail to recite a 
method wherein a concrete and tangible result is produced since the method fails to further accomplish a 
result following the step of determining whether to capture the object. 
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Claim Rejections - 35 USC§ 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

11. Claims 1-17 and 26 are rejected under 35 U.S.C. 102(b) as being anticipated by Seto et al 
(U.S. Patent No. 5,546,572, hereinafter referred to as SETO), filed on 25 August 1992, and issued on 13 
August 1996. 

12. As per independent claims 1 and 26, SETO teaches: 

A method for processing referenced objects, comprising: 

referencing an object by selected indicia, the selected indicia being a name, a 
globally-unique identifier or a globally-unique identifier and an object locator {See 
SETO, C17:L51-61, wherein this reads over w [w]ith this command, the latitude and longitude of 
Shinjuku Station are retrieved from the object table by using the object name as a search key"}; 

searching for the object by the selected indicia {See seto, ci7:L5i-6i, wherein this reads 
over "[w]ith this command, the latitude and longitude of Shinjuku Station are retrieved from the 
object table by using the object name as a search key"}; and 

determining whether to capture the object based upon whether the selected indicia 
includes a globally-unique identifier. 

Additionally, the step of "determining whether to capture the object based upon whether the 

selected indicia includes a globally-unique identifier" is optional since wherein the selected indicia is a 

name, the selected indicia would then fail to include a globally-unique identifier. Therefore, the 

aforementioned step is optional and will not be afforded further consideration for the purposes of this 

Office action. 

13. As per dependent claim 2, SETO teaches: 

The method of claim 1 wherein the referencing of the object is by an object name and 
the searching for the object is performed by object name {See seto, ci7:L5i-6i, wherein 
this reads over "[w]ith this command, the latitude and longitude of Shinjuku Station are retrieved from the 
object table by using the object name as a search key"}. 
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14. As per dependent claims 3-17, wherein the independent claim optionally recites "a globally- 
unique identifier" and "a globally-unique identifier and an object locator" and the claims recites an object 
that is referenced with said identifiers, the claims will not be further considered nor will prior art be 
applied. 



15. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Paul Kim whose telephone number is (571) 272-2737. The examiner can normally be 
reached on M-F, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jeffrey Gaffin can be reached on (571) 272-4146. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 



Paul Kim 

Patent Examiner, Art Unit 2161 
TECH Center 2100 
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